
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA320433
Filing date: 12/05/2009

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91189418

Party Defendant
Phoenix 2008 LLC

Correspondence
Address

BRIAN J. HURH
DAVIS WRIGHT TREMAINE LLP
1919 PENNSYLVANIA AVE NW STE 200
WASHINGTON, DC 20006-3402
UNITED STATES
brianhurh@dwt.com

Submission Opposition/Response to Motion

Filer's Name Brian J. Hurh

Filer's e-mail brianhurh@dwt.com

Signature /brian j. hurh/

Date 12/05/2009

Attachments Phoenix Mot for Leave, Mot to Strike, Response.pdf ( 31 pages )(544362 bytes )

http://estta.uspto.gov


 
DWT 13626283v1 0102809-000002 

1 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
Application Serial Nos.: 77476098 

77497086 
77476107 
77478035 

Filed: May 15, 2008 
June 12, 2008 
May 15, 2008 
May 19, 2008 

Marks: SPEEDVISION 
SPEEDVISION 
SPEEDVISION HD 
SPEEDVISION (and Design) 

Publication Date: November 25, 2008 (for all opposed applications) 
 
 
 
Speed Channel, Inc.  
 
                                 Opposer, 
v. 
 
Phoenix 2008 LLC, 
 
                                  Applicant. 
 
 

 
 
 
 
 
Opposition No. 91189418 

 
 

 
MOTION FOR LEAVE TO FILE  

(1) MOTION TO STRIKE, OR IN THE ALTERNATIVE, (2) 
RESPONSE TO A NEW ISSUE RAISED BY SPEED CHANNEL, INC.’S REPLY 

 
 Applicant Phoenix 2008 LLC (“Applicant” or “Phoenix”) respectfully submits this 

motion for leave (1) to file the following motion to strike, or alternatively, (2) to submit its 

response to a new issue raised by Speed Channel, Inc.’s Reply, filed on November 24.   

I. Background 
 
 On June 5, 2009, Speed Channel, Inc. (“Opposer”) served extensive discovery requests 

on Applicant, which included Opposer’s First Set of Interrogatories (“Interrogatories”), First Set 
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of Requests for Production of Documents and Things (“Document Requests”), and First Set of 

Requests for Admissions (“Admissions”).  Applicant timely provided Opposer with complete 

responses to each and every one of Opposer’s discovery requests.  With respect to its response to 

Opposer’s Document Requests, Applicant informed Opposer that it had not, at that time, 

identified any documents responsive to any of the Document Requests. 

 Opposer immediately accused Applicant of providing incomplete and unresponsive 

answers, raising frivolous and inappropriate objections, and intentionally withholding 

documents, all of which (and more) were detailed in an 18-page letter to Applicant dated 

September 10, which provided only one day’s notice for Applicant to acquiesce to each of 

Opposer’s demands set forth in the letter.  Those demands included, among other things, that 

Applicant supplement its responses, remove objections that Opposer deemed frivolous, and 

produce documents without objection. 

 Before Applicant had responded to the substance of the September 10 letter, Opposer 

filed its Motion to (1) Compel Applicant’s Responses to Speed Channel’s First Set of Requests 

for Production of Documents and its First Set of Interrogatories; (2) Test the Sufficiency of 

Applicant’s Responses to Speed Channel’s Requests for Admissions; and (3) Suspend (“Motion 

to Compel”).  The Motion to Compel substantially reiterated the demands set forth in Opposer’s 

September 10 letter, and underlies this instant motion proceeding.   

 Applicant timely filed its response to Opposer’s Motion to Compel on November 2, 

demonstrating, among other things, that the Motion to Compel substantially and without leave 

exceeded the Board’s strict page limit on motion briefs, and was otherwise moot in light of the 

supplemental responses and production of documents that Applicant provided, pursuant to its 
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continuing duty to supplement, after the filing of Opposer’s Motion to Compel and Applicant’s 

response thereto. 

 On November 23, Opposer filed its Reply.  The Reply does not contest that the Motion to 

Compel exceeded the Board’s page limits without leave to do so, but merely appeals to the 

Board to accept the pleading after the fact.  More importantly, however, for purposes of the 

instant filing, the Reply objects to Applicant’s supplemental production of documents, 

specifically challenging the appropriateness of redactions made to a group of documents that 

Applicant designated as “Trade Secrets/Commercially Sensitive” (hereinafter referred to as the 

“Redacted Documents”), which designations Applicant made pursuant to the Board’s 

Standardized Protective Agreement (“Standardized Order”).  The Redacted Documents contain 

critical confidential trade secrets and commercially sensitive information – including financial 

projections, business strategies and the identities of key business partners and customers– that 

are fundamental to Applicant’s core business, the disclosure of which would be potentially 

devastating to Applicant’s business, as well as to its business relationships identified throughout 

the Redacted Documents.  The Reply also seeks a Board order to compel Applicant to produce 

fully unredacted versions of the Redacted Documents, thereby allowing Opposer to 

inappropriately gain unlimited access to Applicant’s critical business secrets without adequate 

assurances of their continued confidentiality during and after this proceeding.  

II. Motion for Leave to File Motion to Strike, or in the Alt ernative, Response to a New 
Issue 

 
 Applicant files this instant Motion for Leave so that it may address a new issue that 

Opposer has raised for the first time in its Reply.  Applicant recognizes that the Board 

discourages reply briefs, see TBMP § 502.02(b) (The “filing of reply briefs is discouraged, as the 

Board generally finds that reply briefs have little persuasive value and are often a mere 
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reargument of the points made in the main brief.”), and generally prohibits the filing of further 

papers following a reply, see 37 C.F.R. § 2.127(a); TBMP § 502.02(b).  Where a party raises a 

new issue in a reply, the Board will generally disregard those portions of the reply that relate to 

the new issue.  However, where the Board decides not to disregard such new issues, it has 

accepted responsive filings to more fully resolve the matter at hand.  Cf. Datanational Corp. v. 

Bellsouth Corp., 18 USPQ3d 1862, 1991 WL 325867, at *2 n.3 (TTAB 1991) (finding that 

surreply is appropriate where new matter is raised on reply). 

 As noted above, Opposer’s Reply objects to the appropriateness of the redactions made to 

the Redacted Documents, and seeks an order compelling Applicant to remove all of its 

redactions.  However, the Redacted Documents were not produced until well after the Motion to 

Compel was filed, and shortly following Applicant’s response to the Motion to Compel as part of 

Applicant’s supplemental responses and production of documents.  Moreover, the issue of 

redacting documents was not addressed in the parties’ prior filings (i.e., in Opposer’s Motion to 

Compel and Test Admissions, or Applicant’s response thereto).  Thus, the Redacted Documents 

are not part of, and therefore not germane to, the original issues in question in this motion 

proceeding. 

 To not grant Applicant this opportunity to either move to strike Opposer’s non-germane 

matter, or to respond to it, would deny Applicant its due process rights.  By objecting to the 

Redacted Documents in a Reply, Opposer has not provided adequate notice of Opposer’s request 

for a Board order, and has not afforded Applicant a formal and fair opportunity to respond to the 

claim.  The fact that Applicant informed the Board that it would produce supplemental 

documents (which included the Redacted Documents) to Opposer as part of the basis of its 

argument that the Motion to Compel is moot does not negate the fact that objections to the 
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contents of the Redacted Documents (specifically, the redactions thereto) introduce a new set of 

issues requiring a proper motion and fair opportunity to respond.   

 Practically speaking, unless Applicant is given the opportunity to respond, Opposer’s 

Reply could force Applicant to divulge its most critical trade secrets and commercially sensitive 

information, including financial projections, business strategies and the identities of key business 

partners and customers, without adequate assurances that Speed Channel, a direct and most 

formidable competitor to Applicant, would not gain access to such confidential information.  

Indeed, Opposer and its counsel have refused to execute any protective order that would ensure 

the confidentiality of Applicant’s trade secrets after termination of this proceeding.  Moreover, 

Opposer and its counsel have already demonstrated that neither will comply with the terms of the 

Standardized Order, as discussed more fully in Applicant’s Response to a New Issue. 

 For the foregoing reasons, Applicant should be granted this opportunity to address 

Opposer’s objections to the Redacted Documents, out of both procedural fairness and concern 

for the protection of Applicant’s critical trade secrets from unwarranted disclosure.  Applicant 

therefore respectfully requests that, if the Board does not, by its own accord, disregard new 

issues raised in the Reply, the Board should grant Applicant’s Motion for Leave, and consider 

the following Motion to Strike, or in the Alternative, Response to a New Issue. 

III. Applicant’s Motion to Strike 

 Opposer argues in its Reply that it was “inappropriate” for Applicant to redact 

information from the Redacted Documents, and requests the Board “to order Applicant to 

supplement its Discovery Responses by producing unredacted versions of the Redacted 

Documents.”  Non-Confidential Reply at 7; Confidential Reply at 7.  As explained above, the 

question of whether Applicant’s redactions were “inappropriate” raises an issue that goes beyond 
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the scope of the original issues in this motion proceeding, since the Redacted Documents were 

not produced until well after the Motion to Compel was filed.  Thus, to the extent that the Board 

does not, on its own, disregard new issues raised in the Reply, Applicant requests that the Board 

strike these new issues, and specifically, any discussion about the Redacted Documents, from the 

Reply. 

 In addition, the Board may grant Applicant’s Motion to Strike based on Opposer’s 

violation of the Board’s September 29 Order that suspended the opposition pending disposition 

of Opposer’s Motion to Compel.  That Order instructed that the parties “should not file any paper 

which is not germane to the aforementioned motions.”  Opposer’s objections to the Redacted 

Documents clearly are “not germane” to this motion proceeding, since the Redacted Documents 

were not provided until well after the original Motion to Compel was filed.  Accordingly, the 

Board should strike new issues from the Reply, specifically, any discussion about the Redacted 

Documents.  

 The Board also may grant the Motion to Strike because the Reply fails to provide fair 

notice of Opposer’s claim against the Redacted Documents.  The Board has held that the primary 

purpose of a pleading is to give fair notice of a claim, thus, a motion to strike is appropriate in 

cases where the inclusion of new matter would prejudice the adverse party.  See TBMP § 506.01.  

The Reply seeks an order to compel Applicant to divulge its most critical and confidential trade 

secrets, including the identities of its business partners and customers who may themselves be 

competitors to Speed Channel or its cable affiliates.  For the Board to consider Opposer’s 

objections to the Redacted Documents, without giving Applicant a fair opportunity to be heard, 

would be extremely prejudicial to Applicant and a violation of due process. 
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 For the foregoing reasons, the Board should grant Applicant’s Motion to Strike, and 

remove all new issues raised for the first time in Opposer’s Reply, specifically, all discussions 

related to Applicant’s Redacted Documents. 

IV. Applicant’s Response to a New Issue 

 If the Board decides to consider Opposer’s objection to the Redacted Documents (which 

Applicant respectfully submits it should not), the Board will find that the redactions at issue are 

reasonable given the nature of the Redacted Documents and the circumstances in which they 

were produced.  Furthermore, the redactions are entirely justified given Opposer’s recent 

indication that it does not intend to comply with the terms of the Standardized Order.  Thus, 

Opposer’s objections to the Redacted Documents are without merit, and should be dismissed. 

A. The Redactions At Issue Are Reasonable  
 

 Opposer complains that Applicant’s redactions are “inappropriate,” and requests the 

Board to order Applicant to produce unredacted documents.  To the contrary, Applicant’s 

redactions are entirely reasonable, given the nature of the Redacted Documents and the 

circumstances in which they were produced. 

 Nothing in the TBMP, the Standardized Order or the Board’s rules precludes a party from 

redacting trade secrets or commercially sensitive information from documents that it produces to 

its opponent.  The fact that the rules address redactions in the context of filings made with the 

Board has no bearing on the parties’ treatment of trade secrets or commercially sensitive 

information during discovery.  Indeed, there is even greater need to protect trade secrets when 

being merely exchanged between parties (in this case, direct competitors) during discovery, than 

when being tendered to the Board subject to all of the formalities and protections that attend that 

process.  Moreover, the fact that the rules may not expressly permit redactions does not mean 
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that they impliedly preclude them.1  To hold otherwise would suggest that the Board must treat 

all instances where its rules do not expressly permit an act as prohibiting the act.  If Opposer 

disagrees with how Applicant has designated its confidential documents, including whether or 

not its redactions were appropriate, the Standardized Order allows for the complaining party to 

file a motion before the Board, but only if prior good-faith negotiations have failed.  See 

Standardized Order ¶ 14.  Opposer’s request for a Board order fails to follow proper motion 

procedure, and the basis for its request to the Board reflects an absence of good faith 

consideration of the trade secret nature of the redacted information.  The redactions at issue are 

not only permissible, but entirely reasonable. 

 The reasonableness of Applicant’s redactions is underscored not just by the nature of the 

redacted information itself but by the fact that Opposer has refused to agree to reasonable 

provisions that would maintain the confidentiality of Applicant’s protected materials not just 

during this proceeding, but after its conclusion.  Indeed, without such provisions, any protection 

during the proceeding would be hollow indeed.  Opposer has refused such provisions. 

 Prior to producing the Redacted Documents, Applicant attempted to negotiate a mutually 

agreeable protective order that would ensure the confidentiality of Applicants trade secrets 

during and after this proceeding. As explained above, the Redacted Documents contain highly 

confidential trade secrets and commercially sensitive information, the disclosure of which 

(especially to Speed Channel) would be potentially devastating to Applicant’s core business, as 

well as to its business relationships identified throughout the Redacted Documents.  However, 

Opposer refused to acknowledge Applicant’s reasonable concerns, and unequivocally demanded 

                                                
1 In fact, the TBMP implies that redactions are appropriate, as the Board may refuse the discovery of confidential 
commercial information.  See TBMP § 402.02. 



 
DWT 13626283v1 0102809-000002 

9 

that Applicant produce unredacted documents under the Standardized Order without any 

explanation as to why full disclosure would be necessary.  See Exhibit A.   

 Applicant subsequently requested that both Opposer and its counsel at least execute the 

Standardized Order to ensure the confidentiality of Applicant’s trade secrets following the 

conclusion of this proceeding.  See Exhibit B.   The Board itself has recognized that its 

jurisdiction ends following termination of a Board proceeding, which implies that it would have 

no continuing authority to enforce the Standardized Order.  See Standardized Order ¶ 15.  The 

Board has thus instructed that “the parties are responsible for the protection of their confidential 

information outside of the Board proceeding.”  72 Fed. Reg. 42251 (attached as Exhibit C).  

Applicant’s efforts to execute the Standardized Order such that it would continue in force after 

the end of this proceeding were simply intended to ensure the confidentiality of its trade secrets, 

as contemplated by the Board.  Id. 

 Realizing that Opposer was unwilling to waver from its position, but desiring to comply 

with its discovery obligations to the fullest extent possible, Applicant produced its supplemental 

documents, including the Redacted Documents, but redacted from the Redacted Documents 

Applicant’s trade secrets and other commercially sensitive information, out of concern for the 

potential disclosure of this information absent adequate and continuing protection upon 

conclusion of this proceeding.  As discussed more fully below, the redactions are necessary to 

protect against the irreparable harm that would result if Speed Channel gained access to 

Applicant’s trade secrets, including the identities of its business partners and customers.  Indeed, 

Opposer Speed Channel has much to gain by learning Applicant’s highly confidential trade 

secrets and its business relationships.  At the same time, Applicant has everything to lose. 

1. Disclosure of Trade Secrets to Opposer Would Cause Irreparable Harm 
to Applicant 
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 By designating the Redacted Documents as “Trade Secret/Commercially Sensitive,” the 

Standardized Order makes the Redacted Documents available only to Opposer’s outside counsel.  

See Standardized Order ¶ 3.  The Standardized Order, however, is apparently not enforceable 

after the proceeding ends.  See Standardized Order ¶ 15; 72 Fed. Reg. 42251.  Thus, without a 

continuing protective agreement between the parties, there would be nothing to prevent Speed 

Channel executives from gaining access to Applicant’s trade secrets or the information they 

contain after conclusion of this proceeding.  If knowingly disclosed to Opposer now under such 

circumstances, Opposer no doubt would defend against any subsequent efforts by Applicant to 

prevent the further use or disclosure of its trade secrets by asserting that Applicant had waived its 

right to any such protection.   

 If Opposer Speed Channel were in fact able to gain access to Applicant’s trade secrets, 

including the identities of Applicant’s business partners and customers, Speed Channel could use 

that knowledge, in combination with its vast financial resources and network of cable television 

system affiliates, to undermine Applicant’s efforts in securing programming distribution deals, 

developing new and existing business relationships, and otherwise growing its business.  The 

fact that the business interests of Applicant and its business partners and customers may 

substantially overlap with those of Speed Channel makes it even more likely that Speed Channel 

would use Applicant’s trade secrets to gain a competitive advantage.  It is for that reason that the 

American Law Institute treats the identity of business relationships as among the most sensitive 

trade secret information entitled to the highest degree of protection.  See, e.g., Restatement 

(Third) of Unfair Competition, § 39 cmt. d (“A trade secret can also relate to other aspects of 

business operations such as…the identity and requirements of customers.”); id § 39 cmt. a 

(recognizing the “unfairness inherent in obtaining a competitive advantage through a breach of 
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confidence”).  See also First Restatement of Torts, § 757 cmt. c (“One who has a trade secret 

may be harmed merely by the disclosure of his secret to others as well as by the use of his secret 

in competition with him. A mere disclosure enhances the possibilities of adverse use.”).  More 

recently, the Uniform Trade Secrets Act, currently adopted by 43 states and the District of 

Columbia,2 emphasized that trade secrets demand the preservation of confidentiality through all 

reasonable means.  See Uniform Trade Secrets Act, as amended, § 5 (1985); cf. Georgia-Pacific 

Corp. and Fort James Operating Co., Opp. No. 91157923, slip op. at 10 n.6 (TTAB, Aug. 24, 

2006) (acknowledging the Uniform Trade Secrets Act); Connecticut Uniform Trade Secrets Act, 

Conn. Gen. Stat. § 35-50 et seq.; California Uniform Trade Secrets Act, Cal. Civ. Code § 3426 et 

seq. 

 Even if Applicant could seek a remedy in court for the inappropriate access and use of 

Applicant’s trade secrets, the damage would already be done, and any remedy that a court could 

issue would be of little consequence (not to mention that Applicant would be required to expend 

even more of its personal resources, which is exactly what Opposer apparently intends).  See 

Restatement (Third) of Unfair Competition, § 44 cmt. g (recognizing that “the loss to a trade 

secret owner from the unauthorized use or disclosure of a trade secret is often difficult to remedy 

through a subsequent award of monetary relief”).  On information and belief, it appears that 

Opposer expects to coerce Applicant into abandoning its applications rather than face the 

prospect of disclosing its trade secrets to Speed Channel in light of the substantial risk of 

irreparable harm, in addition to the expense that Opposer is heaping on Applicant in this 

proceeding.  The Board should not allow Opposer to use discovery in order to gain an unfair 

competitive advantage in the guise of a discovery request. 

                                                
2 http://www.law.cornell.edu/uniform/vol7.html#trdsec 
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 The Board should therefore find that, under these circumstances, the redactions are 

reasonable, and dismiss Opposer’s demand that Applicant provide Speed Channel unredacted 

copies of its highly confidential trade secrets, its business plans and strategies, and business 

relationships. 

B. The Redactions At Issue Are Justified Because Opposer and Its Counsel Do Not 
Intend to Comply with the Standardized Order 

 
 Not only are the redactions reasonable, but they are justified in light of Opposer’s recent 

indication that it will not comply with the Standardized Order.  After at first agreeing to adhere 

to the terms of the Standardized Order, and after it got a hold of Applicant’s Redacted 

Documents, Opposer subsequently notified Applicant that neither Speed Channel nor its counsel 

would agree to return any protected materials produced by Applicant, in direct violation of the 

Standardized Order. 

 The Standardized Order is clear that neither a party nor its counsel may retain copies of 

protected information without consent.  Paragraph 15 of the Standardized Order states that: 

The parties may agree that archival copies of evidence and briefs may be retained, 
subject to compliance with agreed safeguards.  Otherwise, within 30 days after the 
final termination of this proceeding, the parties and their attorneys shall return to 
each disclosing party the protected information disclosed during the proceeding, 
and shall include any briefs, memoranda, summaries, and the like, which discuss 
or in any way refer to such information.  In the alternative, the disclosing party or 
its attorney may make a written request that such materials be destroyed rather 
than returned. 

 

(Emphasis added.)  In other words, absent an alternate agreement, by default, parties must return 

all confidential materials within 30 days.  See also 72 Fed. Reg. 42251 (finding that, pursuant to 

the Standardized Order, “information or material disclosed in accordance with the terms of the 

order is for use solely in connection with the Board proceeding and must be returned to the 

disclosing party at the conclusion of the proceeding”) (emphasis added). 
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 Prior to producing the Redacted Documents, Applicant specifically informed Opposer’s 

counsel that it would not agree to allow counsel (or Speed Channel) to maintain archival copies 

of Applicant’s trade secrets, and explicitly instructed counsel that it must return all protected 

materials pursuant to the Standardized Order’s default rule.  See Exhibits B and D.  Opposer’s 

counsel confirmed that it would comply with the terms of the Standardized Order.  See Exhibit 

D.   Relying on counsel’s representation, Applicant produced highly confidential documents, but 

because Opposer and its counsel refused to extend confidentiality after the proceeding, Applicant 

had no choice but to redact its trade secrets. 

 The redactions, it turned out, were justified.  Shortly after producing its confidential 

documents to Opposer, Opposer’s counsel informed Applicant that Speed Channel would only 

“consider” returning confidential documents, and that counsel would in fact “retain one copy for 

[its] files.”  See Exhibit E.  Not only is this a blatant violation of Paragraph 15 of the 

Standardized Order and Applicant’s explicit instructions to the contrary, it also voids whatever 

confidence the Board may have had in a party’s ability to maintain the confidentiality of 

another’s protected materials.  In adopting the rules that established the Standardized Order as 

the default protective agreement in Board proceedings, the Board specifically recognized that the 

requirement under the Standardized Order that parties return all confidential materials following 

the conclusion of the proceeding is essential to limiting the opportunities for a breach of 

confidentiality after a proceeding ends.  In fact, in response to commenters’ concern that the 

Standardized Order would not assist parties if protected information is revealed after the 

conclusion of a proceeding, the Board explained that, because the Standardized Order requires 

that protected information “must be returned to the disclosing party at the conclusion of the 
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proceeding,…opportunities for breach after a proceeding are very limited” and that “allegations 

of breach after conclusion of a proceeding are extremely rare.”  72 Fed. Reg. 42251.  

 While the Board’s sound reasoning may hold true where parties do, in fact, comply with 

the Standardized Order, that is not the case here.  By declaring that Opposer’s counsel would 

retain copies of Applicant’s trade secrets, and that Speed Channel itself would only “consider” 

returning such materials (after specific instructions from Applicant not to do so), the Board’s 

Standardized Order, without more, provides Applicant with no assurance whatsoever that the 

trade secrets contained in the Redacted Documents would remain confidential after this 

proceeding.  Applicant’s redactions were thus not only reasonable, but they turned out to be 

necessary in light of Opposer’s blatant disregard for Applicant’s confidential interests or the 

Board’s Standardized Order. 

 The Board should thus find that, under these circumstances, the redactions are both 

reasonable and justified, and dismiss Opposer’s demand that Applicant provide Speed Channel 

unredacted copies of its highly confidential trade secrets, its business plans and strategies, and 

business relationships. 

C. The Reply Does Not Comply with Proper Board Procedure for Filing Motions 
 

 As noted above, Opposer seeks an order that would force Applicant to reveal its trade 

secrets to a competitor.  However, this request is not within the scope of the original Motion to 

Compel, since it relates to the Redacted Documents that were produced well after the Motion to 

Compel was filed.  Moreover, the request lacks any of the formal requirements of a proper 

motion, and thus, fails to comply with Board procedure on the filing of motions. .  Cf. 

Standardized Order ¶ 14 (directing parties to “negotiate in good faith regarding the designation 
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by the disclosing party,” and then “make a motion before the Board seeking a determination of 

the status of the information”). 

 Because Opposer has failed to properly request a Board order by following proper Board 

motion procedure, the Board should dismiss Opposer’s demand that Applicant provide Speed 

Channel unredacted copies of its highly confidential trade secrets, its business plans and 

strategies, and business relationships. 

D. The Board Should Find that Applicant’s Redactions are Reasonable and 
Justified, Or Alternatively, the Board Should Require Opposer and its Counsel  
to Execute the Standardized Order and Agree to be Bound Not Only During But 
After this Proceeding 

 
 For all of the foregoing reasons, the Board should reject Opposer’s demand that 

Applicant disclose all of its highly confidential trade secrets, its business plans and strategies, 

and the identity of its business partners and customers, to one of its most formidable competitors, 

Speed Channel, as neither Speed Channel nor its counsel has given any assurances that either 

will maintain the confidentiality of Applicant’s protected information during or after this 

proceeding.  

 However, in an effort to facilitate the resolution of this proceeding, Applicant stands 

ready, as it always has, to produce limited redacted documents upon Opposer and its counsel 

executing the Standardized Order to ensure that Applicant’s most highly intimate and 

confidential business information is not inappropriately used or disclosed (in written or oral 

form) following termination of this proceeding.3   The limited redactions that Applicant seeks to 

impose would only be applicable to the identities of Applicant’s business partners and customers.  

These limited redactions are essential to protect Applicant’s business relationships, as well as the 

                                                
3 This includes the requirement that Opposer’s counsel, and where applicable Speed Channel, return all protected 
materials within 30 days following the termination of this proceeding, pursuant to Paragraph 15 of the Standardized 
Order.  Furthermore, the Board should clarify that this requirement inherently prohibits parties (and their counsel) 
from disclosing any knowledge gained from viewing protected information, including oral and written disclosures.   
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interests of its business partners and customers who may rely on Applicant’s confidence to 

protect their own business interests.  This is especially crucial given that many of Applicant’s 

business partners and customers may be direct competitors of Speed Channel or its cable 

affiliates, and because the business interests of Applicant, its business partners and customers 

and Speed Channel may substantially overlap.  See supra at 10-11 (citing authority for secrecy of 

business relationships).  Opposer has no need for the actual identities of these business partners 

and customers, and has refused to provide any demonstration of need to Applicant.  See TBMP § 

402.02 (noting that Board may refuse to permit discovery of confidential commercial 

information, including identity of customers and other business relations, and citing Johnston 

Pump/General Valve Inc. v. Chromalloy American Corp., 10 USPQ2d 1671, 1675 (TTAB 1988) 

for proposition that “unless issue is abandonment or first use, party need not reveal names of its 

customers, including dealers, it being sufficient to identify classes of customers and types of 

businesses”).  Applicant is prepared to provide Opposer with general descriptions of the class of 

business partners and customers, and the nature of their business interests, redacted from the 

Redacted Documents, which will give Opposer sufficient understanding of the context of 

Applicant’s confidential documents.  In no event, however, should the Board consider giving 

Opposer full, unredacted access to the identity of Applicant’s business partners and customers 

without Opposer first making a compelling showing of its need to access such information, and 

doing so in compliance with proper Board procedure, which would afford Applicant its statutory 

right to notice thereof and an opportunity to respond. 

 WHEREFORE, Applicant respectfully requests that the Board grant Applicant’s Motion 

for Leave to address the new issue raised in Opposer’s Reply that is related to Applicant’s 

Redacted Documents.  Furthermore, Applicant requests that the Board grant its Motion to Strike 
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all new issues raised for the first time in the Reply, specifically, issues related to the Redacted 

Documents.  In the alternative, Applicant requests that the Board find that Applicant’s redactions 

are reasonable and justified, and dismiss Opposer’s request for an order demanding full and 

unmitigated access to Applicant’s trade secrets.  If the Board deems it appropriate, Applicant is 

willing to provide limited redacted versions of the Redacted Documents, but only after Opposer 

and its counsel execute the Standardized Order, agree to return all protected materials following 

termination of the proceeding, acknowledge that the Standardized Order continues after the 

conclusion of this proceeding, and, if needed, show cause as to why it is also necessary for 

Opposer’s counsel to gain access to the identities of Applicant’s business partners and customers 

named throughout the Redacted Documents. 

 

 Respectfully submitted,  

  By:     
   ___________________________ 
   Brian J. Hurh 

 
DAVIS WRIGHT TREMAINE LLP 
1919 Pennsylvania Ave. NW 
Washington, DC 20006 
(202) 973-4200 

Counsel for Phoenix 2008 LLC 

 

December 5, 2009 









Hurh, Brian

From: Hurh, Brian

Sent: Friday, November 06, 2009 4:35 PM

To: 'Bruso, Daniel'

Subject: RE: Speed
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Daniel,

I did not mean that Phoenix would sign for Speed.  I only meant that Phoenix is willing to sign the standard PO, 
which can only protect Speed's interests further.  Sorry for the confusion.

There appears to be some disagreement as to how the standard PO applies and whether the parties should sign.  
I can respond in more detail now, or we can agree to discuss this on Monday after you return, it that makes your 
weekend (and mine) easier to enjoy.  I'm fine either way - but please note that Phoenix is unable to produce 
documents that contain confidential trade secrets until we resolve our differences over the standard PO.

Brian

Brian Hurh | Davis Wright Tremaine LLP

1919 Pennsylvania Avenue NW, Suite 200 | Washington, DC 20006

Tel: (202) 973-4279 | Fax: (202) 973-4499 

Email: brianhurh@dwt.com | Website: www.dwt.com

From: Bruso, Daniel [mailto:DBruso@CantorColburn.com]  

Sent: Friday, November 06, 2009 4:15 PM 

To: Hurh, Brian 

Subject: Re: Speed 

Brian,

Following up on my last response, Speed Channel does not authorize Phoenix or any other entity to sign anything on its 
behalf.

Additionally, I'm not clear whether you are referring to the Standardized Protective Order, in which case no signature is 
necessary, or to an amended version, in which case we will consider your request once have reviewed its terms. 

-----Original Message----- 
From: Hurh, Brian <BrianHurh@dwt.com> 
To: Bruso, Daniel <DBruso@CantorColburn.com> 
Sent: Fri Nov 06 14:59:49 2009 
Subject: RE: Speed 

Daniel,

I haven't heard back from you, so just wanted to be sure you knew where we stood.  I understand that you may be unavailable 
at this time. 



Because of the ambiguity in the PO's enforceability after the proceeding ends, Phoenix believes that it would be in both 
parties' interest to have parties and attorneys sign with acknowledgement that the PO will remain in force after termination of
the proceeding before the Board.  Please confirm whether Speed agrees to sign the PO under these conditions.  Phoenix is 
ready to sign the PO for Speed's benefit. 

I will otherwise remove the redlines from before if that remains a point of contention, and simply state that Phoenix requests 
that Speed will return all protected information, including copies if any, back to Phoenix within 30 days after termination of 
the proceeding, as provided for in the PO.  Please let me know what Speed would like me to do with its protected copies. 

Also, I need to know if Speed agrees that if Phoenix produces any privileged materials to Speed, that it does so without 
waiver of any privilege as to any other document or communication.  Phoenix will, of course, extend the same courtesy to 
Speed.

Brian

Brian Hurh | Davis Wright Tremaine LLP 
1919 Pennsylvania Avenue NW, Suite 200 | Washington, DC 20006 
Tel: (202) 973-4279 | Fax: (202) 973-4499 
Email: brianhurh@dwt.com <mailto:brianhurh@dwt.com>  | Website: www.dwt.com <http://www.dwt.com/>

________________________________ 

From: Hurh, Brian 
Sent: Thursday, November 05, 2009 5:34 PM 
To: 'Bruso, Daniel' 
Subject: RE: Speed 

The parties can still sign it, if anything, to preserve our rights after termination of the proceeding.  The Board's jurisdiction 
ends upon termination of the proceedings. 

As for the "change," it is not really a change but a choice among the options set forth by the protective order with respect to
how to handle materials after the proceeding ends.  Phoenix would prefer that Speed return protected information per the PO, 
as opposed to the other option that Speed keep archival copies.  Alternatively, if Speed prefers, I can destroy all protected 
copies upon termination of the proceedings.  But as for Phoenix, we would prefer that Speed return materials to me. 

I just wanted to clarify this portion of the PO, and would still prefer the parties to sign to ensure both sides preserve their
rights after the proceeding ends. 

Brian

Brian Hurh | Davis Wright Tremaine LLP 
1919 Pennsylvania Avenue NW, Suite 200 | Washington, DC 20006 
Tel: (202) 973-4279 | Fax: (202) 973-4499 
Email: brianhurh@dwt.com <mailto:brianhurh@dwt.com>  | Website: www.dwt.com <http://www.dwt.com/>

________________________________ 

From: Bruso, Daniel [mailto:DBruso@CantorColburn.com]
Sent: Thursday, November 05, 2009 5:27 PM 
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To: Hurh, Brian 
Subject: Re: Speed 

Brian,

The Standardized Protective Order applies to all proceedings.  The parties do not need to sign it. 

I'm out of the office until Monday.  In the meantime, we expect that Phoenix will produce documents and things in 
accordance with the Order as issued by the Board. 

In our view, no changes are necessary.  Thus, please explain why Phoenix believes that this change is necessary? 

In the meantime, we'll review and consider your request 

-----Original Message----- 
From: Hurh, Brian <BrianHurh@dwt.com> 
To: Bruso, Daniel <DBruso@CantorColburn.com> 
Sent: Thu Nov 05 16:41:55 2009 
Subject: Speed 

Daniel,

We would like the parties and their attorneys (ie, you and me) to execute the Standard Board Protective Order before 
producing confidential documents.  I copied the Standard PO language from the TTAB's website into the attached word 
document.  The only "change" I am requesting is in Section 15, where the parties may agree to return any protected 
information within 30 days after termination of the proceeding.  This provision is provided for in the Standard PO, so 
hopefully it will not be an issue of contention. 

Please let me know if you agree to this provision, and when you may be able to obtain a signature from Speed. 

Brian

<<USPTO Standard Protective Order.doc>> 

Brian Hurh | Davis Wright Tremaine LLP 
1919 Pennsylvania Avenue NW, Suite 200 | Washington, DC 20006 
Tel: (202) 973-4279 | Fax: (202) 973-4499 
Email: brianhurh@dwt.com <mailto:brianhurh@dwt.com>  | Website: www.dwt.com <http://www.dwt.com/>

Anchorage | Bellevue | Los Angeles | New York | Portland | San Francisco | Seattle | Shanghai | Washington, D.C. 
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CERTIFICATE OF SERVICE  

 
 I do hereby certify that a copy of the foregoing “Motion for Leave and Motion to 

Strike, or in the Alternative, Response to New Issues Raised in Speed Channel, Inc.’s 

Reply” was sent on via first-class mail on December 5, 2009 to: 

 

   Daniel E. Bruso, Esq. 
   Cantor Colburn LLP 
   20 Church Street, 22nd Floor 
   Hartford, CT  06103-3207 
 
 
 

        
             
                         
 
 

 

 

 

 

 


